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1. DETAILED ACTION 

2. This communication is a non-final action in response to RCE filed on 06/04/2009. Claims 
1-5,7-11 are pending with claims 1 and 7 amended and claims 6, and 12 cancelled. 

3. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 06/04/2009 has been entered. 

4. Information Disclosure Statement 
5. The information disclosure statement (IDS) submitted on 06/29/2009 is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

6. Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lubart 
(US 20050192913 Al) in view of Goodman (US 5146403). 

9. As per claim 1, Lubart discloses a method of forwarding post, comprising the steps of: 

^ providing a post forwarding apparatus for scanning an address face of the 
post for a TAG ID and consulting a database for records related to the 
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TAG ID, the records indicating said TAG ID is expired and if a redirection 
fee has been paid (see at least Lubart, 0014, the follow me mail service 
allows a user to define where mail objects that are addressed to a 
registered pseudo name are delivered, a user can modify their profile, and 
see at least 0022, each profile and one or more sub profile comprise a 
valid date range defining when the profile and one or more sub profiles are 
active and therefore a user can set a date range for a mail service. And see 
at least 0078, if a mail object is sent as second class mail Hadley's 
franking profile is accessed and charged the small additional fee for use of 
the follow me service) 

if the forwarding service account is maintained, debiting the account 
automatically in an appropriate amount and forwarding the post to an 
addressee destination address (see at least Lubart, 0014, the follow me 
mail service allows a user to define where mail objects that are addressed 
to a registered pseudo name are delivered, a user can modify their profile. 
And see at least 0078, if a mail object is sent as second class mail 
Hadley's franking profile is accessed and charged the small additional fee 
for use of the follow me service) 
Goodman teaches: 

if the destination address is expired, automatically determining if an 
addressee of the post maintains a forwarding service account (see at least 
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Goodman, column 2, line 36-48, a service computer receives the change of 

address information from all of the terminals), and 
One of ordinary skill in the art would have recognized that applying the known technique 
of Goodman to Lubart would have yielded predictable results and resulted in an improved 
system. It would have been recognized that applying the technique of Goodman to the teaching 
of Lubart would have yielded predictable results because the level of ordinary skill in the art 
demonstrated by the references applied shows the ability to incorporate such technique. Further, 
applying if the destination address is expired, automatically determining if an addressee of the 
post maintains a forwarding service account to Lubart would have been recognized by one of 
ordinary skill in the art as resulting in an improved system that would allow lower error rate (see 
at least Goodman, column 2, line 15-20). 

10. As per claim 7, Lubart discloses an apparatus for forwarding post, comprising: 
means for scanning an address face of the post for a TAG ID and 
consulting a database for records related to the TAG ID, the records 
indicating said TAG ID is expired and if a redirection fee has been paid 
(see at least Lubart, 0014, the follow me mail service allows a user to 
define where mail objects that are addressed to a registered pseudo name 
are delivered, a user can modify their profile, and see at least 0022, each 
profile and one or more sub profile comprise a valid date range defining 
when the profile and one or more sub profiles are active and therefore a 
user can set a date range for a mail service. And see at least 0078, if a mail 
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object is sent as second class mail Hadley's franking profile is accessed 
and charged the small additional fee for use of the follow me service) 
means for automatically debiting said account in an appropriate amount 
and forwarding the post to an addressee destination address if said 
forwarding service account is maintained (see at least Lubart, 0014, the 
follow me mail service allows a user to define where mail objects that are 
addressed to a registered pseudo name are delivered, a user can modify 
their profile. And see at least 0078, if a mail object is sent as second class 
mail Hadley's franking profile is accessed and charged the small 
additional fee for use of the follow me service) 
Goodman teaches: 

^ means for automatically determining if an addressee of the post maintains 
a forwarding service account if said address is expired (see at least 
Goodman, column 2, line 36-48, a service computer receives the change of 
address information from all of the terminals), and 
One of ordinary skill in the art would have recognized that applying the known technique 
of Goodman to Lubart would have yielded predictable results and resulted in an improved 
system. It would have been recognized that applying the technique of Goodman to the teaching 
of Lubart would have yielded predictable results because the level of ordinary skill in the art 
demonstrated by the references applied shows the ability to incorporate such technique. Further, 
applying if the destination address is expired, automatically determining if an addressee of the 
post maintains a forwarding service account to Lubart would have been recognized by one of 



Application/Control Number: 10/579,845 Page 6 

Art Unit: 3628 

ordinary skill in the art as resulting in an improved system that would allow lower error rate (see 
at least Goodman, column 2, line 15-20). 

11. Claims 2-3, 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lubart in view of Goodman, further in view of Nielsen. 

12. As per claim 2, Lubart discloses the method according to claim 1, but does not explicitly 
disclose further comprising the step of automatically offering a forwarding service account to 
said addressee if said addressee does not maintain a forwarding service account. Nielsen does not 
explicitly teach offering a forwarding service account to said addressee if said addressee does not 
maintain a forwarding service account. Nielsen, however, teaches offering a forwarding service 
to customer if said customer does not maintain a sufficient fimded service account (see at least 
Nielsen, Fig. 3, step 315-323, wherein sender will be asked to pay for update if there is no 
sufficient fund in account). 

Therefore, it would have been obvious for one with ordinary skill in the art at the time of 
the invention to make the obvious variation from offering a forwarding service to customer if 
said customer does not maintain a sufficient fimded service account to offering a forwarding 
service account to said addressee if said addressee does not maintain a forwarding service 
account. 

One of ordinary skill in the art would have recognized that applying the known technique 
of Nielsen to Lubart would have yielded predictable results and resulted in an improved system. 
It would have been recognized that applying the technique of Nielsen to the teaching of Lubart 
would have yielded predictable results because the level of ordinary skill in the art demonstrated 
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by the references applied shows the ability to incorporate such technique. Further, applying 
offering a forwarding service to customer if said customer does not maintain a sufficient funded 
service account to Lubart would have been recognized by one of ordinary skill in the art as 
resulting in an improved system that would allow more efficient process (see at least Nielson, 
column 1, line 33-47) 

13. As per claim 3, Lubart further discloses the method according to claim 2, fiirther 
comprising the step of not forwarding the post to an addressee destination address if said 

addressee does not maintain a forwarding service account (see at least Lubart, 0022, a user can 
set a date range for a mail service and after expiry of the date range the mail service will revert 
back to a predate range profile). 

14. As per claim 8, Lubart discloses the apparatus according to claim 1 , but does not 
explicitly disclose further comprising means for automatically offering a forwarding service 
account to said addressee if said addressee does not maintain a forwarding service account. 
Nielsen, however, teaches offering a forwarding service to customer if said customer does not 
maintain a sufficient funded service account (see at least Nielsen, Fig. 3, step 315-323, wherein 
sender will be asked to pay for update if there is no sufficient fund in account). 

Therefore, it would have been obvious for one with ordinary skill in the art at the time of 
the invention to make the obvious variation from offering a forwarding service to customer if 
said customer does not maintain a sufficient funded service account to offering a forwarding 
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service account to said addressee if said addressee does not maintain a forwarding service 
account. 

One of ordinary skill in the art would have recognized that applying the known technique 
of Nielsen to Lubart would have yielded predictable results and resulted in an improved system. 
It would have been recognized that applying the technique of Nielsen to the teaching of Lubart 
would have yielded predictable resuks because the level of ordinary skill in the art demonstrated 
by the references applied shows the ability to incorporate such technique. Further, applying 
offering a forwarding service to customer if said customer does not maintain a sufficient funded 
service account to Lubart would have been recognized by one of ordinary skill in the art as 
resulting in an improved system that would allow more efficient process (see at least Nielson, 
column 1, line 33-47) 

15. As per claim 9, Lubart further discloses the apparatus according to claim 2, further 
comprising means for not forwarding the post to an addressee destination address if said 
addressee does not maintain a forwarding service account (see at least Lubart, 0022, a user can 
set a date range for a mail service and after expiry of the date range the mail service will revert 
back to a predate range profile). 

16. Claims 4, 5, 10, 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lubart in view of Goodman, furtlier in view of Nielsen, even furtlier in view of Kuebert et 
al. (liereinafter Kuebert, US 20020165729 Al). 
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1 7. As per claim 4, Lubart discloses the method according to claim 3, but does not explicitly 
disclose wherein said step of not forwarding further comprises the step of destroying the post. 
Kuebert teaches step of not forwarding fiirther comprises the step of destroying the post (see at 
least Kuebert, 0055, alternatively, the sender may instruct the shipper to destroy mail item). 

One of ordinary skill in the art would have recognized that applying the known technique 
of Kuebert to Lubart would have yielded predictable results and resulted in an improved system. 
It would have been recognized that applying the technique of Kuebert to the teaching of Lubart 
would have yielded predictable results because the level of ordinary skill in the art demonstrated 
by the references applied shows the ability to incorporate such technique. Further, applying the 
step of destroying the post to Lubart would have been recognized by one of ordinary skill in the 
art as resulting in an improved system that would be cheaper (Kuebert, 0055). 

18. As per claim 5, Lubart discloses the method according to claim 4, but does not explicitly 
disclose wherein said step of not forwarding further comprises a pre-selected time delay prior to 
destruction of said post. Goodman, however, discloses having a pre-selected time delay prior to 
next action to ensure user having enough time to make decision (see at least Fig. 10, step 1003, 
has timer elapsed). 

Therefore, it would have been obvious for one with ordinary skill in the art at the time of 
the invention to make the obvious variation from having a pre-selected time delay prior to next 
action to ensure user having enough time to make decision to a pre-selected time delay prior to 
destruction of said post. 
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One of ordinary skill in the art would have recognized that applying the known technique 
of Goodman to Lubart would have yielded predictable results and resulted in an improved 
system. It would have been recognized that applying the technique of Goodman to the teaching 
of Lubart would have yielded predictable results because the level of ordinary skill in the art 
demonstrated by the references applied shows the ability to incorporate such technique. Further, 
applying having a pre-selected time delay prior to next action to ensure user having enough time 
to make decision to Lubart would have been recognized by one of ordinary skill in the art as 
resulting in an improved system that would allow lower error rate (see at least Goodman, column 
2, line 15-20). 

19. As per claim 10, Lubart discloses the apparatus according to claim 9, but does not 
explicitly disclose wherein said means for not forwarding further comprises means for destroying 

the post. Kuebert teaches means for not forwarding further comprises the means for destroying 
the post (see at least Kuebert, 0055, altematively, the sender may instruct the shipper to destroy 
mail item). 

One of ordinary skill in the art would have recognized that applying the known technique 
of Kuebert to Lubart would have yielded predictable results and resulted in an improved system. 
It would have been recognized that applying the technique of Kuebert to the teaching of Lubart 
would have yielded predictable results because the level of ordinary skill in the art demonstrated 
by the references applied shows the ability to incorporate such technique. Further, applying the 
step of destroying the post to Lubart would have been recognized by one of ordinary skill in the 
art as resulting in an improved system that would be cheaper (Kuebert, 0055). 
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20. As per claim 11, Lubart discloses the apparatus according to claim 10, but does not 
explicitly disclose wherein said means for not forwarding further comprises a pre-selected time 
delay prior to destruction of the post. Goodman, however, discloses having a pre-selected time 
delay prior to next action to ensure user having enough time to make decision (see at least Fig. 
10, step 1003, has timer elapsed). 

Therefore, it would have been obvious for one with ordinary skill in the art at the time of 
the invention to make the obvious variation from having a pre-selected time delay prior to next 
action to ensure user having enough time to make decision to a pre-selected time delay prior to 
destruction of said post. 

One of ordinary skill in the art would have recognized that applying the known technique 
of Goodman to Lubart would have yielded predictable results and resulted in an improved 
system. It would have been recognized that applying the technique of Goodman to the teaching 
of Lubart would have yielded predictable results because the level of ordinary skill in the art 
demonstrated by the references applied shows the ability to incorporate such technique. Further, 
applying having a pre-selected time delay prior to next action to ensure user having enough time 
to make decision to Lubart would have been recognized by one of ordinary skill in the art as 
resulting in an improved system that would allow lower error rate (see at least Goodman, column 
2, line 15-20). 



21. Response to Argument 

22. Regarding Applicant's argument per section Remarks/ Arsument, 
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23. Applicant's arguments with respect to claims 1-5, 7-11 have been considered but are 
moot in view of the new ground(s) of rejection. 

24. Applicant's arguments are moot in view of the new prior art Lubart 

25. Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Chen whose telephone number is (571)270-5499. The 
examiner can normally be reached on Mon-Thu 6:30-5:00 Eastem Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571)272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/G.C./ 

/JOHN W HAYES/ 

Supervisory Patent Examiner, Art Unit 3628 



